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DETAILED ACTION 



Election/Restriction 

This application contains c,a,ms ,, 60 and 6, drawn to an invent.on nonelected w,.h 
„averseinPaperNo,6, Acontpietceplyto the final re^econntttstindudecancellation of 



nonelected claims or other appropriate 



action (37 CFR 1.144) See MPEP§ 821.01. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

matter which llic appl.cmt regards as his invention 

Claims 62-75, 78 and 79 are rejected under 35 U S C 1,2. second paragraph, as be.ng 
indefiniteforfatlin, to pantcularly point out and disttnctlyclatn, the subject ntatter which 

applicant regards as the invention. 

Clain, 62 and cla.nts dependent on c,a,m 62 are indefinite due to the recitat.on ■'said 
second protetn dinter" in line 4 of the Cainr. The ter. "said second protein dinter" lacks 

antecedent basis. 

Clain, 66 and claims dependent on Caint 66 are indefinite due to the recitat.on ''whereas ' 
at the beginning of hne 1 1 of the claim. The word "whereas- is grammat.cally incorrect. 
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rejection. 

Claim 70 and claims dependent on claim 70 are indefinite due to .he recitation '.a.d 
,.o„dprotei„d,mer".nd.ng,mes3and4oftHec,aim The.erm..a,d second protetndimer.. 

lacks antecedent basis. 

Claim 70 and claims dependent onclaim70areindefin,tedue.o the rectation—'' 

a. the beginning oninenofthe claim. The word •■whereas'Msgrammat.cal.yincorrect, 

Wmg.hec,a.mtorep,acethe«ord..herea.wi.htheword.— ..would ohvia^^ 

rejection. 

Claim Rejections - 35 USC § 102 

The rejection 



of record of claims 56 and 59, as amicipated by McKnigh. e. al, is 



withdrawn, in response 



to at 



ipplicant's amendments, filed 03-01-02. 



The 



following isa,uotat.onof.heappropr,ate paragraphs of35USC. ,02 thatform the 



basis for the rejections u 



A person shall be entitled to a patent unless - 
thereof by the applicant for patent. 
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C,a,n,s66-75 arereje«edu„der35U.S,C I02(e,asbe,ng anticipated by McK„,gh.e. a,. 

determine drugs whicl, inhibit tire dimerization of IL- 



(reference AC on PTO form 1449, US Patent No 5,710,266) 



McKnight et al, disclose an assay to 
4 STAT protein, wltich corresponds to STAT6,,see for example column 4-5). Therefore. 

McKnight et al, anticipates claims 66-75. 



Claims 66-73 are rejected under 35 U.S.C. 102(e) as being 
Patent No 6,265,160), 

Leonard disclose assays to 



I anticipated by Leonard (US 
determine drugs which interfere with the activity of STAT3 



and STAT5 proteins. Leonard et dtsclose these assays as determinmg agents (e.g. peptides) 
.Hichmterferew.hthedtmen.ationorheterodimen.ationofSTAT3orSTAT5pr 

example column 13-14). Therefore, Leonard anticipates claims 66-73 . 



Claim Rejections - 35 USC § 103 

■ ■ t t;on of 35 U S C 103(a) which forms the basis for all obviousness 
The following is a quotation ot 35 ^-^^ '^-^w 

rejections set forth in this Office action. 

,,.p.enlnTavnol.eoMa)nea though .e,nvenl.n.^^^^ 
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manner m which the invention was made. 

TH,sappiica,io„cu„en.,yna.esjoin..nve„tors .„ considering patently of .he Cai.s 
under 35 U S C, , 03(a,, , he exan„ner presumes .hauhe subject matter of .he vanous Claims was 
commonly owned a. .he.in,eanyinve„.ions covered .herein were made absen. any evide„ce.o 

and mventiondates of each cairn that was no. commoniy owned a. the timea.a.er,nven.,on was 
„ade,n order for the exami„ertocons,der the app,icabi..tyof35U,SC.103(c)andpotentian5 

use 102(f) or (g) prior art under 35 U.S.C 103(a), 

Cla,ms 66-75 are rejected under 35 U S C. ,03(a) as be.ng unpa.en.able over Leonard ,n 
view of Xu et al, (reference BB on PTO form 1449) fttrther ,n view of Schreiber e. al. 

Claims 66-75 are drawn .o methods of identifytng a drug which tnhibi.s the ability of 
adjacent STAT d.mers .o imerac. wherein compounds are .es.ed for .heir ab,.i.y to modulate the 
interaction ofapolypep.ide which consis.sessen,ia.lyof.heam,note™inaldoma,nofaSTAT 

polypept,de w,th a second STAT polypeptide compris.ng the amino term.na. doma,n of said 
second ST AT protein. Specific embodiments tnclude iden.ily.ng d™gs which in.erfere wi.h ,he 

in.erac.ion is he.erodimeriza.ion or homodimerization, 

Leonard teaches assays to ident.fy d™gs which inhibit .he ac.,vi.y of STAT proteins, 
including STAT3 and STAT5and..nherteach assays wh,ch,n,erfere with the homod,meriza.ion 

or he.erodimeriza.ion of STAT pro.eins (see for example column 13-14), 
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Leonard doe. no, .each assays ,o ident.fy drugs which interfere with .he honrod,n,eriza.,o„ 
or heterodin,enza„o„ of STAT proteins wherein one STAT pro.ein consists essentially of .he 
anrino terminal don,a,n of said STAT protein Further, Leonard does not teach assays to identify 
inhibitors of STATl, STAT2 or STAT4 homodimerizatton or heterodimerization 

Schreiber et al, teaches assays which identify d™gs which interfere with the transcriptional 

STATS. 

Xu et al teach that the amino terminal domain of STAT pro.ein family members is 
essemial for dimerization and cooperative DNA binding. 

U would have been obvtous to one of ordinal skill in the an to assay for drugs which 
inhibit the heterodimerization or homodimerization of STATl, STAT2, STAT3, STAT4 or 
STAT5 because Leonard teach tdentify.ng drugs which interfere with the heterodimerization or 
bomodtmerization of STAT proteins, specifically STAT3 and STATS, tnterfere with 
transcnptional aottvation of STAT proteins and Schreiber et al. teach tdentifytng dnrgs which 
modulate the transcriptional activatton of STAT proteins, including STATl, STAT2, STAT3, 
STAT4 and STATS and Xu et al. teach that heterodimerrzation or homodimerizatton of STAT 
proteins is importam for transcripUonal activation of sa.d proteins. It would have been further 
obvious to perform the assays identifying drugs wh.ch modulate the heterod.meriza.ion or 
homodimerizatton of these STAT proteins using the amino terminal domain of one of the STAT 
protetns because Xu et al. identify the amino termmal domain of STAT protetns as the domain 
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.sentialforhe— za.,onorho.odi™n.a.io„. One s.« in the an would have been 
™,va.d tope*™ .he assays .au,h.WLeo„ard for o.herSTATpro,eins,inc,udins ST 

STAT2. STAT3. STAT4 and STATS, because Schretber et al. teach drugs inhib.ting STAT. , 
STAT2 STAT3 STAT4 and STATS are useM for the treatment of .nflammato^ and 
..oi.n,uned,seases Ones.nedi„the art would be —d to perfornrthese assays ustnsthe 
,™„oternrina.donraiu of said STATpro.einsbecauseXue.af.eacb that the a™„oter„„„a, 

domain is .he domain responsible for or homodimeriza.ion. 

Therefore, a. the time the mstant invention was made, the inventions of claims 66-75 
would have been obvious, as a whole, to one of ordinal, skill in the art. 



Applicant's arguments 
persuasive. In response to the rejections oi 
argues that the cited references, Leonard et 



Response to Arguments 

filed 03-01-02 have been folly considered but they are not 

,f record under 35 U.S.C. 102(e) and 103(a), Applicant 
al. and McKnight et al. do not anticipate the claimed 



.ventionbecause the methods claimed are drawntomethodsofdetermming drugs which inhibit 
■ . of STAT dimers into higher order structures, whereas the cited 



s which interfere with the association of 



or enhance the association c 

references are directed to methods of determining drugs v 
STATproteinsintodimers, Applicant provides a similar argument with respect to the re3ection of 
record underl03(a),mthatthecitedreferencesdonotprovideallofthelimitationsofthe 
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„,u„e„.s have notbeen found ,0 be persuas,vebecause.he.e,hodsrec.ea by M*^^^^^ 
,a,™d.e,boasrec,.ed™e. association on, within the preamble, however,*, has not been 

In the cited prior art. 

Conclusion 

Any rejection of record not repeated herein is considered to be withdrawn. 
Claims 56-59, 75 and 77 are allowable. 

necessitated the new ground(s) of rejection presented in this Office 



Applicant's amendment 
action. Accordingly. 

1 of time policy as set forth in 37 CFR 1.136(a). 
A shortened statutory period for reply to this final action 



THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant .s 
reminded of the extension c 

1 is set to expire THREE 



MONTHS from the mailing dateof this action, in the eventafirstreplyis filed wtthin TWO 
MONTHS oftbemathngdateofthis final action and the advisor, actionis not mailed until at^er 
.he end oftbelHREE-MONTH shortened statuto^period, then the shortened statutory penod 

, ,36,a)willhe calculated from themailingdateofthe advisor action. In no event, however, 
w,l,the statutory period forreply expire later thanSIXMONTHSfromthedateoftbis final 
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Any i„qu,ry concerning this commun.ca.ion or earlier communications from tl,e examiner 
should be directed to Karen A Lacourciere whose telephone number is (703) 308-7523. The 
examrner can normally be reached on Monday to Fndays from 8:30 a.m. to 4:30 p.m. 

,f attempts to reach the examiner by telephone are unsuccessM, the examiner's supervisor, 
John LeGuyade, can be reached on (703) 308-0447. The fax phone number for this Group is 
(703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number ,s (703) 308-0196. 
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